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» - ^<~l he M AIUNG DATE ofthls communication appears on the cover sheet with the correspondence address - — 
period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. " W 

* ^T^^S^,^ a ™ labl % under «he provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication 

" !l ZOSi f° r reP ', y ■ PeCifi ^l b °^ iS l6SS ,ha " ^ (30) a ^ the statutor V ™ n ™"™ °f «Wty 00) days will be considered timely 
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" HS P lff, "y he office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 704(b) y 

Status 

1)13 Responsive io communications) filed on 11 April 2003 . 
2a)0 This action is FINAL. 2b)EI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C D 11 453 O G 213 
Disposition of Claims 

4) ^ Claim(s) 1-33 is/are pending in the application. 

4a) Of the above claim(s) 4-7.10-12.14.16 and 23-33 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6M Claim(s) 1-3.8.9.13.15 and 17-22 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
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1 .□ Certified copies of the priority documents have been received. 
2.D Certified copies of the priority documents have been received in Application No. 



3.D Copies of the certified copies of the priority documents have been received in this National Staoe 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 13 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
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DETAILED ACTION 

Claims 1-33 are presented for examination. 

Elec ti on/Res tri ctions 

Applicant's election of the group I invention, claims 1-7, 
13-18 and 22, directed to compositions comprising uric acid 
derivatives, in Paper No. 4, filed April 11, 2003, is 
acknowledged. Applicant's election of the species (a) 
xanthosine as the uric acid derivative, (b) vitamin C as the 
additional ingredient, (c) neurodegenerative disease as the 
disease to be treated, and (d) hypoxanthine as the uric acid 
precursor, is also acknowledged. Because applicant did not 
distinctly and specifically point out the supposed errors in the 
restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Claims 4-7, 10-12, 14, 16 and 23-33 are withdrawn from 
further consideration pursuant to 37 CFR 1.142(b) as being drawn 
to nonelected inventions, there being no allowable generic or 
linking claim. As discussed immediately above, election was 
made without traverse in Paper No. 4, filed April 11, 2003. 

Claims 1-3, 8, 9, 13, 15 and 17-22 read on the elected 
invention of a composition comprising a uric acid derivative 
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which is xanthosine and an additional ingredient which is 
vitamin C. Claims 1-3, 8, 9, 13, 15 and 17-22 are therefore 
examined on the merits. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this 01 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

Claims 1-3, 13, 15, 17, 18, 20 and 22 are rejected under 35 
U.S.C. 102(b) as being anticipated by Peeters et al (WO 
94/00132) . 

Peeters discloses the treatment of Alzheimer's disease with 
guanosine and precursors and/or derivatives thereof, including 
the elected species xanthosine, as well as guanine, inosine, 
xanthine, hypoxanthine, , 5' inosinic acid, and mono-, di- and 
triphosphates of guanosine. See claims 1-12, and amended claims 
1-12, at pages 14-17 of the English language translation 
provided herewith. Thus, Peeters discloses pharmaceutical 
compositions comprising each of those compounds. 
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It is noted that Peeters does not explicitly disclose that 
the pharmaceutical compositions should contain the claimed 
amount of the elected species of compound xanthosine. However, 
Peeters discloses that the elected species xanthosine should be 
administered at dosages of from 20 mg/kg/day to 150 mg/kg/day. 
See translation at page 11, lines 3 and 4 . Assuming a 50 kg 
person, this dosage would result in an administration of 
compositions comprising 1 to 7.5 grams per day, which are 
amounts of xanthosine well within those disclosed by applicant 
(specification, page 4, lines 19-22) as resulting in the claimed 
uric acid levels. A holding of anticipation over the cited 
claims is clearly required. 



Claim RejBctions - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. 103(a), 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
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therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S. C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

Claims 1-3, 8, 9, 13, 15 and 17-22 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Peeters et al (WO 
94/00132) in view of Howard et al (GB 2 280 110) . 

As discussed above, Peeters discloses the treatment of 
Alzheimer's disease using compositions comprising the claimed 
amounts of guanosine and precursors and/or derivatives thereof, 
including the elected species xanthosine, as well as guanine, 
inosine, xanthine, hypoxanthine, 5' inosinic acid, and mono-, 
di- and triphosphates of guanosine. Peeters differs from the 
claims in that Peeters does not disclose the inclusion of the 
elected additional ingredient vitamin C in described 
compositions . 

However, Howard discloses that vitamin C should be included 
in a regimen of treating Alzheimer's. See claim 5 on page 27, 
also claim 14 on page 29. Thus, the artisan of ordinary skill, 
reasonably expecting the vitamin C of Howard to be beneficial in 
Peeters' method of treating Alzheimer's, clearly would have been 
motivated to have included Howard's vitamin C in the therapeutic 
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regimen disclosed by Peeters. A holding of obviousness is 
clearly required. 

Note that it is well known that it is prima facie obvious 
to combine two or more ingredients each of which is taught by 
the prior art to be useful for the same purpose in order to form 
a third composition which is useful for the same purpose. The 
idea for combining them flows logically from their having been 
used individually in the prior art. In re Pinten, 459 F.2d 1053, 
173 USPQ 801 (CCPA 1972); In re Susi, 58 CCPA 1074, 1079-80/ 440 
F.2d 442, 445; 169 USPQ 423, 426 (1971); Jn re Crockett, 47 CCPA 
1018, 1020-21; 279 F.2d 274, 276-277; 126 USPQ 186, 188 (1960). 

No claims are allowed. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Francisco 
C Prats whose telephone number is 703-308-3665. The examiner 
can normally be reached on Monday through Friday, with alternate 
Fridays off. 



If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Michael G Wityshyn 
be reached on 703-308-4743. The fax phone numbers for the 
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organization where this application or proceeding is assigned 
are 703-872-9306 for regular communications and 703-872-9307 for 
After Final communications. 

Any inquiry of a general nature or relating to the status 
of this application or proceeding should be directed to the 
receptionist whose telephone number is 703-308-0196. 




Primary Examiner 
Art Unit 1651 
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April 30, 2003 



